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D REREBERICESS DO TH B, HIS, FHIFTOHIWT ORI RERFRAEET 23R 7F O A PEIZ DV THIBT
FTFTIL0E, AUBECHFAZEMLSES, B, BEEZTILTHZ LITL T, RFpbtET L8
HFTE NEARDFERICED L VIRV ARRIERITLZ ENTED, UK LT, CAFCIE, #H—&
EOMIZOWTIE, In re Etter YIRAHIR LIZBHEEOFR, T2bL, BEEIFFES LARE
BEB IR OB E LR ICEMRNEEZATITINRLDOTHDHIE, KVEMTHD I &2 EHET
AHLDThDELE, £, BEZEEMORITOVTIE, HHFICBWTHFORRELZFS 2L L, §F
FRAEFICRB O THEERREIT) 2 & &%, THRT2bOTERY) (In re Btter HIR) Z&, HHF
HrHibkT s, BEBICLIDZZ L —20F v b, AR, RECEVFRBEMTLI KD
NTLEHZ L, BEAEICLYV I V—LOMIE, Fx BB RINR2roHE TS, MEHFNICA
WS EREET 2220, SBMTIERVE LE, LT, &I, BNORIIOWT, RHFEETE
BHF LN R DRERIGET A LFBRECILSHDILTHY, WMERAHECHL BRI T T —F
ZLoTHEY, UKDV TR D ETAHZLFELH D, MBFHHPT L BEFRELET L
PDEAR DG EET DI LNTE, H-oT, MEAPELIMERICET DI LEFERCAENTHS L
Rim, FLT, MFRHFAEFIEYNTHARV ERE LG E, FRTEET I EERA Sk L2 Tl
ﬁgﬁwﬁ,:nm,ﬁ%ﬁﬁ%ﬁﬂ”mﬁwfﬂﬁéiﬁ%E@%@%ﬁwaéwgfhé&ﬂmb
o FLT, BRI, BHFFEEFEFOALNVIELNELTSYH, #22, BHEATRFC IZ (special
dispatch) TN FNIZ bRV EBAICRZU E, &HHFTE LTEMb T2 LR TERNE LT,

KR P afE i, TG REFT AT ED TRV ERE LGS, RFmET I ImEEZM L2
i 572w (if the district court determines a patent is not invalid, the PTO should
continue its reexamination) & R-<7- Ethicon v. Quigg Y|P %3\F T, MPEP §2286 IVEIZEW\T, &F

26 Section 305 provides: “All reexamination proceedings under this section, including any appeal to the
Board of Patent Appeals and Interferences, will be conducted with special dispatch within the Office. 7
(Emphasis added.)
21 Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1428, 7 USPQ 2d 1152, 1157 (Fed.Cir.1988).
28 MPEP § 2286 1V

The issuance of a final Federal Court decision upholding validity during an ex parte reexamination also
will have no binding effect on the examination of the reexamination. This is because the court states in
Ethicon v. Quigg, 849 F.2d 1422, 1428, 7 USPQ2d 1152, 1157 (Fed. Cir. 1988) that the Office is not bound
by a court’s holding of patent validity and should continue the reexamination. The court notes that
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oA ERRT HEMEHFTOHR BT LIS E, AERBHEAL (Ex Partes Reexamination) (Z
S OB N ERIETI RN E Lz,

F D%, CAFC X, In re Swanson HHRZ®|IZEBWT, HFMEETONE % 2E L7z, In re Swanson |k
X, BRI, FFOoAMERRTA2EHITOHRN TSN LIZXY, FFEETICE>TEEIN
oSS UK EICE T AREN 2 H45 A (a substantial new question of patentability)
BHEELZVWETIZERITIALTELT, 9LV E, BEAFRICI - TEEEORV ZET LW
IHEDOHMND, FRUFELRTOAIMEDHELZE T LR TEI R P27l b o> TERTE 2L
o TLE D Eili~7z, THICK LT, FeFiEE 2>2 LFF A Surmodics 1%, #BIEH 3 FRITHE D EHPFTH
BOMEEMERF LToREr D 7 L — AR ATBURBEN R L 325 Z L 23FA T DIEMRIT, BESHET 2HEN
SSIZRT D EFER LI, LaL, CAFC IX, T#HaIE, FBES 3RICES S HHFTOHR %2 HFA& T 5 HER
EIATBURBEICE 25 2 LI CT&E V) EREEHAFMIMELHRL TERLR, FEAELHEEICRBVTH
a5 L, ThDOHRFEHIIKT 52O TRRWER~, §72dbH, CAFC X, Ethicon v.
Quigg ¥RRE 5 KL 91T, FHPFTOMEHR EFEATOEMRLITEET 2D TIERL, FOMHICELT
RRDNAELEEETIRRDIFRTHL L L, o T, ZITT2HFEHAPTCI T 5 A2 LR Cim
PHEFEEFRICBNTEREINTLE LTS, BEBIFOMBEITECRWVWE LEY, HL, ZTHICHLT,
REZRDTOERFH T O EHRE, Beh L flr L-BEELEM L UTHBM (reopen) SEXH LT
AL, BEMELAE U HAEEMENH S (an attempt to reopen a final federal court judgment of
infringement on the basis of a reexamination finding of invalidity might raise constitutional
problem) &, TEIZEBWTHERTWDY, ZOmIE, Fmi@ERno T, f#k, BlIOHEA TS5 rEE
RN TV D,

(2) HEEHERBEZE (Inter Partes Reexamination)

THICK LT, YEHFZEEE (Inter Partes Reexamination) IZBW T, HF=F-BHAL D,
RN EITYFE ZRHEA (Inter Partes Reexamination) DM HFEH THIHEA L, UHEHE TIIRWVWIEE
L TERD,

FHEETDHMNALDN, FRAELIIYEELREHREA (Inter Partes Reexamination) DY EHTH S
&, 7 b— s LIEESh Ty CHERVHIN) & ORIRSHEETIVE, BEETIIEEAK T LedhE
725720 (317 4 (b)),

district courts and the Office use different standards of proof in determining invalidity, and thus, on
the same evidence, could quite correctly come to different conclusions. Specifically, invalidity in a
district court must be shown by “clear and convincing” evidence, whereas in the Office, it is sufficient
to show nonpatentability by a “preponderance of evidence.” Since the “clear and convincing” standard is
harder to satisfy than the “preponderance” standard, deference will ordinarily be accorded to the factual
findings of the court where the evidence before the Office and the court is the same. If sufficient
reasons are present, claims held valid by the court may be rejected in reexamination.

29 Jn re Swanson, 540 F.3d 1368, 88 USPQ 2d 1196 (Fed.Cir.2008).

80 Pl o&, FHBEETF CRESRFEETICBT 2O IO HEH & EEFRLBOBR—EFENE
(Reexamination) % H.0iZ—| (AFEEH) BSFEL LV,

31 In re Swanson, 540 F.3d 1368, 1379 n.5 (Fed.Cir.2008).

32 35 U.S.C. 317 (b)

(b) FINAL DECISION. - Once a final decision has been entered against a party in a civil action arising
in whole or in part under section 1338 of title 28, that the party has not sustained its burden of
proving the invalidity of any patent claim in suit or if a final decision in an inter partes
reexamination proceeding instituted by a third-party requester is favorable to the patentability of any
original or proposed amended or new claim of the patent, then neither that party nor its privies may
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Tiabb, 317 &), BE=FLDPLANEEIEMEE (privy) (BITF, THEZFLLIHIAL] &E
5,) A, HIFEHHFEZIIRFEETICRT 52 U FERFAHFEA (Inter Partes Reexamination) (Z&V
T Lv—LZBLT 5 LICRIML, TRPEE LGS, B 50IALIE, TO%, FdE
ITYHEERBEAE (Inter Partes Reexamination) IZBW TR LZELITE R LEZSA (issue) 1T
FEONWTHHEIZ L— 2 L THFEREHEAE (Inter Partes Reexamination) Zi@ERTH I LIXTET
B, BESFRICESVWTYHERBHFE (Inter Partes Reexamination) 23EJE L TV D HAITIE, AT
FHEFRFCERWVWEED TWVD, HL, FEZFLHIBIADLROEFFEETICE > T, HEELRBER
(Inter Partes Reexamination) FRIZEBW T AF TERDSTZFHIZICE R I N RITEHFICE S W TES)
ERT DI LBEHF oY, 0 317 FOb) DREOHTIE, WhYLE—T A= NRN=RKETH LY, X
EEZRHEHFEA (Inter Partes Reexamination) [Z8BWT, EERHEHEA (Ex Partes Reexamination) I
T2 317 RO BRI b DIF, HHEERHHFEA (Inter Partes Reexamination) DAIKIZHTZY,
WREBEFITYELERZHEAL (Inter Partes Reexamination) EFFZRDOWFNEER LT NIERL T,
MEZRIRT DI LI INDIRETIERNVEWVWILEERRH-TenDbTH D, LnL, BURRIZRHH
DD RIBREWHEZRNONIEMER, WREEEIIMELEBRT 2N TSI L LY, SHOSER
KEFERT DI EILTERLI 22725,

TNEH LT, FEEFLDIZRILALDR, FREIXYFERHEAR (Inter Partes Reexamination) @
WMHEETRVWEAIE, RFIEETE, 7 V—2 1B iy CEahHEE) & OEHIFT Ofk 2 % E
L &bl LTHY®, ZORFFEEITOEZI7IE CAFC @ In re Swanson HIRIZ Lo TRE &

- 38

— o

U

) BEFBL—FBWTI/L—L1EED RDHE) COHRKERELE-BENVESE
EFERoBEIZONT

BEFANL— MIBWTY L—2o 138 (EZhEE) & OHRBHEE LS E OBEFEATFROR#IC
DWNWTI, BEERFEARE (Ex Partes Reexamination) & ¥ FHEFH ZTH HK A& (Inter Partes
Reexamination) & CRIUTH 5,

Tbb, FirMEETIEZ V- 1T HFEEZK T T2 LAAETHD, ZDOm, Ethicon v.
Quigg HIPITIUVT, CAFC X, ko> X 51z, MPEP §2286 I, HriFigil /T oM dr O 258 7= 8K
FTOHWTICHR SN D LT HRVICBVWTHEY Th D Lik~5 LIz, i)y, HUFTPFRETFIIEDTH D
CHIBT L, MUEHBA ERBICBWTCHRREINS D, LRI oiE, FIFEETIX, BFEELK

thereafter request an inter partes reexamination of any such patent claim on the basis of issues which
that party or its privies raised or could have raised in such civil action or inter partes reexamination
proceeding, and an inter partes reexamination requested by that party or its privies on the basis of such
issues may not thereafter be maintained by the Office, notwithstanding any other provision of this
chapter. This subsection does not prevent the assertion of invalidity based on newly discovered prior art
unavailable to the third-party requester and the Patent and Trademark Office at the time of the inter
partes reexamination proceedings.

33 KRIAK KR 212V TIE, BERDLV— FOMERICBWTHRICEEREE LV — FARBIAL TV ESEZREL T
L7280, BEFRAMV— NOREFIZBVWTHEE L FBRRBEIN TV RWVWEEEZEO TRV, 3170) BRI Z
DEIRBEDEDTND,

34 Matthew A. Smith, Inter Partes Reexamination 2d (2010) West at 34.

35 Matthew Smith K226 Z#oRIE V-,

36 MPEP §2686.II. (A). Matthew A. Smith, Inter Partes Reexamination 2d (2010) West at p383.

37 In re Swanson, 540 F.3d 1368, 88 USPQ 2d 1196, 1203 (Fed. Cir. 2008).

38 Matthew A. Smith, Inter Partes Reexamination 2d (2010) West at p383.
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T+ 52 EMTES (the PTO may discontinue its reexamination) &ib-x, Z DI &k, [HEFFHESE 2
BHEODADEES S DI+ O ORFERBERE 52 N TWEFRICBW TRAFPESIL S WIZEE,
B EBADPRFEOFEINIEIC OV THES Y Z &%, FRMICEIVEILEESR D) L¥R LT Blonder-
Tongue Laboratories, Inc. v. University of Illinois Foundation ¥ & —HF+ 2 L¥RL7=, 2D
Ethicon v. Quigg HI{kiX, EERMEHEA (Ex Partes Reexamination) IZBIT 256D TH DA%, FraFfhic
B4 5 EEW2H %5 (a substantial new question of patentability) OFMIZEIL T, &HERHE
7 (Ex Partes Reexamination) & M HH ZHEAE (Inter Partes Reexamination) & CTERITIFE AL
72V DT, Ethicon v. Quigg ¥IRDIEFIL, HHFHRAHFE (Inter Partes Reexamination) IZH K& L
EzbhdY,

KEFFRERE 1%, Bthicon v. Quigg W% 32 1FC, MPEP §2686.04 I1. (A)™TIWT, Hrafa 4L 5
BB FREH AT O R E LA, RFEICBE T 2 EEM R F R (a substantial new question of
patentability) IXfFEE T, FHHEFTOHPIIRFFEIETEART DL Lic, T7abb, KHFMIETIL,
HHEEZET (terminate) T2HERH D L E X TV 5* (The Patent Office has indicated that a
final, nonappealable judgment of invalidity obliges the Office to “terminate” a reexamination.),

AL, ZOREIT, FFFETHIEEELZK T T28E2/ 500, T ld, BHEEOK TIIR M
BT OFEBEICERLND DT, BED L Z AP TIERY, Ethicon v. Quigeg HRIT, [FEFFRAETIL,
BHHEAEZKTTDHZ N TED (the PTO may discontinue its reexamination) | & iR-~72{12i# X 37,

[ Er I, BREZK T LA TIEZR S5 720 (the PTO must discontinue its reexamination) |
EIFIB TV, Ethicon v. Quigg H¥kAY MPEP 2780 Th 2 LHIZR LoD LIAARIC, FFaFRate /T I3
HBEERTTHHEENSH D L T5 MPEP §2686.04 11. (A) %, FFROBKHFAEY TH D &35 A REMIT
5",

%) BEENL—FCBEVTI2L—LTIXRBTIEREL (FHHEH) EORE (FR) HEE
LEBAaORERRBROBEIZONT
FHEAEL— MIBWTI b—A LIZEYTIERVY (A L ORE (FiR) BPHEELZHEEORE
FHAADIFHIZIONTIE, BERHFHEE (Ex Partes Reexamination) & M4 HEFH R HA (Inter Partes
Reexamination) & THE725,

(1) £ERBEE (Ex Partes Reexamination)

EERHER (Ex Partes Reexamination) IZHBWT, 7 L —Li 1LIXERTIZARV (EZHIK) & Ok
E (R PHEE LTSS, BEFRRL— MR EAFTOMRAT TS 256121, BEE O HF 2 H
FHEHAFICB VTR E LTHNS Z ERFRETH 5%,

IR LT, BEFRDBAL— NI BT ORRE, REMTHI5E, BEAORE (Fik) IR

39 Blonder-Tongue Laboratories, Inc. v. University of [llinois Foundation, 402 U.S. 313, 91 S.Ct. 1434,
28 L.Ed.2d 788 (1971).

40 Matthew Smith Kb ZHURIE V7=,

41 MPEP § 2686.04 I1. (A)

Only a final holding of claim invalidity or unenforceability (after all appeals) is controlling on the
Office. In such cases, a substantial new question of patentability would not be present as to the claims
held invalid or unenforceable. See Ethicon v. Quigg, 849 F.2d 1422, 7 USPQ2d 1152 (Fed. Cir. 1988).

42 Matthew A. Smith, Inter Partes Reexamination 2d (2010) West at 382.
43 Matthew Smith Fg2> & Z#oRTEV -,
44 Matthew A. Smith, Inter Partes Reexamination 2d (2010) West at 385.
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ERAL— MCEBERIES RV,

(2) 4=EZRBEEZE (Inter Partes Reexamination)

WHEHERFEHEAL (Inter Partes Reexamination) I[ZBWT, 7 L— A 1ITEZTIERV (B2 &
DWE (BR) BHEE LRSS, REFRRL— NG EHFTOHRA T, FRIZBT IEENFEER
SKOHIMATHENIE, BEEICBO TR L SRR LEETHINC O VW TR, FATHRRTSZ
Ll TE AV CREKFE 315 4&(c) (35 U.S.C. § 315(c)*), THUTK LT, FRARIZRIT 2HENHF
HHROPSIANTIERVEA, 315 L) ITH#EAINT, BERHFHEA (Ex Partes Reexamination) & I[d]
U<, Zb—A13EHTiden (FEhHE) & owRE (GBFR) HHE LI LiE, REFRL— M
HELZRIFEST, BEEOMHAEZLZHGHAFICEON TR E LTHAVWD Z R TH LY,

BEFR/L— SR HGEHFTOHRE, ERITHIHEGTHY, HGERAHPT R 2 EL &4 5HR
EFFLTEY, #00, BHEEICBV TR LEEI38RBR LB EITEIFICESSGE, FRIZBITS
PENHEEFROBSIANTHHEAITIL, CAFC I HEHIFT OHIE 2 KT 5 b D L Bbitd*,

1)

(@) BEEL—FBVTIL—LIRENTHD (WMHHE) LORE (BR) HEEL
EREORERBOBEIZONT

FHEELV—MIBWTIZ L—ALITETH D (EHHW) L OWRE FR) PHELZEEOREFR
NDIFHIZONWTIE, BEZRHEAR (Ex Partes Reexamination) & ¥ HEF R EA (Inter Partes
Reexamination) & TRILUTH %,

Thbb, BEFRBICBIIHMBPELEHREL TCWARWES, 7LV —L2EHET5BFEAOEHEZD
RATIC XY, HTEHFTOHPETT HIVEFERIEA, H7EHFT O HRE T HAVTFHRRIGH, FHRIEH
LB,

4. BRHE

ARICBOW TR OB E 2> TS () OERICOWTIE, KEICRBWTIE, AERBEAE (Ex Partes
Reexamination) « Y HE AT HA (Inter Partes Reexamination) 2, HARIZKIT 5 HEEOHIRICET
LaEm L FAEOERITR YL 7= 52\, DT, In re Swanson RN, [EHE 278 7o T O e &
P, MR LM L EEAZFEAR & LU CHRM (reopen) SH LI ETH5Z L%, BEMELZLEC LA
RBEERSD] 2%, BRELTRRITWIICEES, BERBHEA (Ex Partes Reexamination) (23
Wi, Ethicon v. Quigg IMRAS, THIGEHIPT L RFRFREIET E A RR DAL BETHI LN TE,
ST, MENBRRDIERICET DI ZLRBECAEMNTH D] LETRITWDR, Zhik, TWMEIE

45 Matthew Smith KX/ & ZHURIE W72,

46 35 U.S.C. 315(c)

(¢) CIVIL ACTION.- A third-party requester whose request for an inter partes reexamination results in an
order under section 313 is estopped from asserting at a later time, in any civil action arising in whole
or in part under section 1338 of title 28, the invalidity of any claim finally determined to be valid and
patentable on any ground which the third-party requester raised or could have raised during the inter
partes reexamination proceedings. This subsection does not prevent the assertion of invalidity based on
newly discovered prior art unavailable to the third-party requester and the Patent and Trademark Office
at the time of the inter partes reexamination proceedings.

47 Matthew Smith K225 ZHORIE V72,

18 Matthew Smith 735 ZHORTH -, = 0 RICDVCHET L7 HIBlIE, BIEDE ZARVEDT L Th b,

49 Matthew A. Smith, Inter Partes Reexamination 2d (2010) West at 378, 379.
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ZHEHIBT ISR W TR R A NGE BT OEELZFH L TWE L] THY, ARIIIY T ELRWVEMBIZES
WTW3, UEEZRFERE (Inter Partes Reexamination) IZBWTIL, AlIRICUZD, WREEEITY
HELEZBEHFAL (Inter Partes Reexamination) EFRRAOWVTNMERIR LR TNIE2 6T, ME Z&RT
B EEHFENDIRETERVWEVWINEBEMA b /oD ), TEOEEEZPIET5RPAE L LA TY
D EITIHR AR,

() OFEEE, ARICBNW T SIEEME L 2o TV, KEIKBWTIE, RiFfbET A3 BHE
BEERTTI2RER DD EEZEZTNDHILITRY, HBTOHLIEE BT ONDREIZH D

() DR, KEICB VT, 315 K@) DREICBWNT, =X My V2 @NEHZEI2LD, HF
OWEEZS LT AR EINTND, BRIZBWTE, TOREFAOHEESEDFEHLZHLILT, [
BFICREFRLCHLEDONAZ R LN, LCARLEHIEE LHAEIE DA, OMA»HE LIL
TS HIFE RISV CTRBESLER DM E LTk, REFR TR —FFEF GRS SV TS 2 Tk
THIERHFINRNILIE, RO LLE2OND] LORMBELZLNTHDRY, Thid, XE

LBV TIHFRICBT 2 EEPEHFEEFROBIATIIRVEEITIE 315 £ MDBEHENRNOIH L
T, TNREASNDEICHERT DL LML EE2ERT D,

(0) OFRL, HXEKE G, BERW,

IOXHIE, KEIZBWTIE, BEEL— N EEREFRDL— N OHE OB A kT 2 BEHEICOWT,
ARIEERA S BBFE S LTV RNVIOICRZ TN, fIEL LTS, B, HWEELZIET 57200
HEMAHBEISNL TWA XS CEAZITF bR, BERFEAE (Ex Partes Reexamination) (28T,
MEAZHEBE L THREEHNRZHEM (reopen) ¥ 252 LIXEEMELAECSEDLAREERHD LD In
re Swanson ¥R DO RIE, KEIZHADOH DT, THAEICIIZB RGN, K, RKEOHEN,S, H
ARTHROLEZAZMELREL WD (7)) OEAICKT 2 "R E b2 THEL LTNIE, BEHLOIHEILADL
By, GBI E T IXRERT AR T IC R T 5 Y EHE R HHEA (Inter Partes Reexamination) [ZEWTZ L
—LEBEPLT D LICRIRL, TADRHEE LSS, BFHO5HLALIE, Z0%, FREiTEHE
# R AHFA (Inter Partes Reexamination) [ZHRWTHRRLIZEL TR LEZFR (issue) ITHEDWN
TYH 7 L —AIZx LTS EHEERHER (Inter Partes Reexamination) ZEFHR$THZ LT TET, Y%
SEIZE SV TYELELBEAE (Inter Partes Reexamination) 2MEE L TWAEAIZIX, BEITHRET
ERVEEDTND 317 ) ZISHL, BARCENTS, BHFRZHT I LIFFAL2D, ZORD
WRNZEHIRT 5 & DWERTIEL 045£04I2X2DTIEARL, WIS, EBHFEHFERETOLOEED
SHR, FTUE, EHEHEE RS L TSI BN EEGERIIERF TE RV E OWREEENE X
LNBHDTIERWMhEBbiLs,

50 HJINEE TRFFFHEREBEFRRICE T 2 EHBA DKW ) BEAK=BHNEH="NE—=KREE= jtﬁrsﬁk_’_ [ %0 69
FERE 15 o Bl G & 325 (2) FrafFik 110 CBr B AREERHAR, 2007) 109, 110 H, 1§KH TEZHoHif) SAH - BEEE—
fm e M REBIERER L) (FARERE, 2008) 132 H,
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