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Summary of the case 

One-Blue LLC (One-Blue) is a US 
company managing and operating a 
patent pool for standard-essential 
patents (SEPs) related to Blu-ray 
disc products (BD). Upon commis-
sion by 15 patentees such as Dell, 
HP, Phillis holding BD related 
SEPs, it licences those SEPs in bulk. 
The 15 patentees have made fair, 
reasonable, and non-discriminatory 
(FRAND) declaration for those 
SEPs. 

Imation Corporation Japan (Ima-
tion) is a Japanese corporation that 
belongs to a corporation group led 
by US Imation Corporation (US 
Imation) selling BD. 

Upon commission by 11 patentees 
(the patent-pool patentees) holding 
350 BD-product-related SEPs in 
Japan, One-Blue sent a notification 
dated June 4 2013 (the notification) 
to three retailers conducting busi-
ness with Imation stating that sell-
ing BD without licence from the 
patent pool managed by One-Blue 
would constitute patent infringe-
ment and that the patentees have 
the right to seek an injunction and 
damages.  

Imation sent a warning letter dated 
June 21 2013 to One-Blue alleging 
that (i) the notification constitutes 
an act of making a false allegation 
specified in Article 2(1)(xiv) of the 
Unfair Competition Prevention 
Act; (ii) the notification constitutes 
unfair trade practices under the An-
timonopoly Act; (iii) Imation re-
quests that One-Blue withdraws the 
notification and responds in good 
faith to recover the actual damages 
caused to Imation; and (iv) Imation 
is willing to obtain a licence under 
the fair, reasonable, and non-dis-

criminatory terms; to be more spe-
cific, to obtain a licence with a roy-
alty rate of 3.5% of the purchase 
price of BD and to continue negoti-
ating a licence in good faith. 

Imation sought an injunction 
against the One-Blue’s act of making 
or circulating a false allegation and 
damages. 

Judgment of February 18 
2015, Tokyo District Court 

The Tokyo District Court (Presid-
ing Judge Shimasue) affirmed an act 
of unfair competition (an act of 
making a false allegation) and 
granted injunction, but dismissed 
damages by denying negligence, 
holding as follows. 

It is not appropriate to allow a pat-
entee who has made a FRAND dec-
laration to exercise its right to seek 
an injunction against a person who 
is willing to obtain a licence under 
the FRAND condition.  

On the other hand, if a person who 
manufactures and sells a product 
conforming to a standard is not will-
ing to obtain a licence under the 
FRAND condition, a claim for an 
injunction against such a person 
shall be permissible. However, as 
there are adverse effects in permit-
ting an injunction, the finding of 
unwillingness to obtain a licence 
under FRAND condition shall be 
made strictly. 

The following was found:  

1) One-Blue notified US Imation 
Corporation by the letter dated 
June 25 2012 of the licencing 
programme on One-Blue’s web-
site and offered the royalties 
One-Blue proposed as a condi-
tion of the One-Blue’s patent 
pool;  

2) US Imation, by the letter dated 
September 4 2012, made a spe-
cific proposal for royalties (3.5% 
of the sales costs) clearly stating 
that the royalties One-Blue pro-
posed is not “fair and reasonable” 
but “Imation expects to pay, and 
is willing to pay a fair and reason-

able royalty for the technology 
that is essential to Blu-ray Disc 
and related devices. US Imation 
also requested One-Blue to pro-
vide (i) the grounds that the roy-
alties One-Blue proposed is 
non-discriminatory and (ii) the 
basis for the royalties One-Blue 
proposed;  

3) One-Blue responded by the let-
ter dated September 11 2012 
that it would not and could not 
negotiate with licensees individ-
ually regarding royalties and that 
several companies co-signed the 
brand owner subscription agree-
ment. However, One-Blue did 
not provide any documentation 
that the brand owners had actu-
ally contracted with One-Blue at 
royalties One-Blue proposed nor 
did they provide any basis for 
royalties One-Blue proposed;  

4) US Imation requested by the let-
ter dated September 26 2012 to 
provide the basis for the ‘fair’ 
rate;  

5) One-Blue Japan, by the letter 
dated April 11 2013, proposed 
Imation a licence agreement 
based on the royalties One-Blue 
proposed;  

6) Imation responded to One-Blue 
Japan by the letter dated May 9 
2013 stating that it is ready to 
discuss about ‘fair and reason-
able’ royalty rate; and  

7) One-Blue did not provide any 
basis for royalties One-Blue pro-
posed nor negotiate a royalty 
rate. It filed a patent lawsuit 
against US Imation jointly with 
the other patent-pool patentees 
and sent the notification to re-
tailers conducting business with 
Imation in Japan.  

In light of the above, it is recognised 
that Imation and US Imation were 
negotiating for licence showing 
their willingness to obtain a licence 
under FRAND condition. It is rea-
sonable to find that Imation is a 
willing licensee under FRAND con-
dition given that (a) Imation is a 
Japanese corporation that belongs 
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to a corporation group led by US 
Imation and (b) the finding of un-
willingness to obtain a licence 
under FRAND condition shall be 
made strictly.  

Since it is recognised that Imation 
was willing to obtain a licence under 
the FRAND condition as of the 
time of the notification, regardless of 
whether or not the royalties One-Blue 
proposed violated FRAND condition, 
it is recognised that seeking an in-
junction against Imation and the re-
tailers conducting business with 
Imation by the patent-pool patent-
ees constitutes an abuse of rights 
and thus impermissible. Further, in 
case seeking an injunction is imper-
missible as an abuse of rights, noti-
fying as if it has the right to seek an 
injunction is deemed as making a 
false allegation and is considered to 
be an act of unfair competition. 

Correspondence of Japan Fair 
Trade Commission (JFTC) 

On November 18 2016, the JFTC 
made the following announcement: 

“The JFTC has investigated One-
Blue in accordance with the provi-
sions of the Antimonopoly Act. The 
JFTC has found that the relevant 
conduct committed by One-Blue 
falls under Paragraph 14 (Interfer-
ence with a Competitor’s Transac-
tions) of the ‘Designation of Unfair 
Trade Practices,’ consequently 
being in violation of Article 19 of 
the Antimonopoly Act. However, 
because the relevant violation has 
already ceased to exist, there being 
no necessity to issue a cease-and-de-
sist order. Therefore, the JFTC has 
decided to close the investigation 
on the case.” 

Practical tips 

The Notification was issued before 
the decision of May 16 2014, the 
Grand Panel of the IP High Court 
(Apple v Samsung) (Grand Panel 
decision). According to Professor 
Shiraishi, this judgment granted an 
injunction and denied damages for 
the acts committed before the legal 
criteria had been clearly defined. 
After the Grand Panel decision, it is 

high likely that not only injunctions 
but also damages are granted against 
the notification of false allegation in 
cases where the implementor is 
deemed as willing licensee.  

According to the JFTC’s determina-
tion, One-Blue issued the notifica-
tion to the retailers conducting 
business with Imation in order to 
encourage licence negotiations be-
tween One-Blue and US Imation. 
After the Grand Panel decision, 
SEP holders will be less likely to 
take measures to issue notifications 
to the implementers’ clients in order 
to encourage licence negotiations. 

The judgment is a specific judg-
ment on the willingness to license 
under FRAND condition after the 
Grand Panel decision, and will be of 
great reference in future SEP litiga-
tions. In accordance with the Grand 
Panel decision, the judgment held 
that “unwillingness to license under 
FRAND condition should be 
strictly determined” and found that 
it is reasonable to find that the One-
Blue is a willing licensee under 
FRAND condition.  

Professor Karatsu criticised that the 
determination of a willing licensee 
under FRAND condition is ques-
tionable, as Imation only presented 
their willingness to receive a licence 
for a royalty amount of 3.5% of the 
purchase price of a single BD and 
that it should have been judged 
whether the FRAND conditions 
were satisfied with the 3.5%. How-
ever, as far as the framework of the 
Grand Panel decision is concerned, 
whether injunction shall be granted 
is determined by whether the im-
plementor is a ‘willing licensee’ 
under FRAND condition. The 
court is not required to find the roy-
alty under FRAND condition nor 
to judge whether the royalty offered 
by the patentee/implementor was 
in conformity with the FRAND 
condition. SEP holders will there-
fore have to be aware that, subject to 
the Grand Panel decision, the im-
plementor is likely to be determined 
as a ‘willing licensee’. 

Professor Kawahama pointed as fol-
lows: The JFTC’s correspondence 

is regarded as a unique case in that, 
while determining there had been a 
breach of the Antimonopoly Act, it 
concluded there was no particular 
need for a cease-and-desist order, 
and thus completed the investiga-
tion; it is noted that just because 
damages under the Unfair Compe-
tition Prevention Act are denied, as 
in the handling of the case, it does 
not mean the assessment of the An-
timonopoly Act has to follow it; 
there is room for assessing damages 
under Article 25 of the Antimonop-
oly Act as reasonable, considering 
that the notification of seeking in-
junction to third parties may 
worsen the hold-up situation. Thus, 
in the upcoming similar cases, the 
JFTC may not complete the inves-
tigation as it did in this case.

LOCAL INSIGHTS

2 ManagingIP.com SPRING 2022  


